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Please find below and/or attached an Office communication concerning this application or proceeding. 
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COMMISSIONER OF PATENS AND TRADEMARKS 

OFFICE ACTION SUMMARY 

[J Responsive to communication(s) filed on 

□ This action Is FINAL. 

□ Since this application is In condition for allowance except for formal matters prosecution as to th* m^it. ». , * 
accordance with the practice under Ex pane Quayle, 1935 D C. 11; 453 oi 213 

A shortened statutory period for response to this action is set to expire ^> mrt th/ x 

1.136(a). abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 37 CFR 

Disposition of Claims 



^5 Clalm(s) I 



Of the above, claim(s) 

□ Claimfs) 

M Claim(s) \^(n 

□ Claimfs) 

□ Claimfs) 



_»/are pending in the app'ication. 



_is/are wrthdrawn from consideration 

Js.'are allowed 

__*te re rejected 



js/are objected to. 



_are subject to restriction or election requiremen 



Application Papers 

□ See the attached Notice of Drattsperson's Patent Drawing Review, PTO-948. 

□ The drawingfs) filed on ic/;iro „ K(Q/ ^„ H , . _ 

3V ' . _ _ ____ is'are objected to by the Examine' 

[J The proposed drawing correction, filed on IC — a „„ r „. o 

: i ^e specification is objected to by the Examine 

!_j or declaration is objected to by the E^n 

Priority under 35 U.S.C. § 119 

A c i- )V '^ r n^ IS -a^o C f a C | aii - f or f ore! q n priority und<v 35 U S C § 1 19faWd) 
ST A*! □ Some* □ None cf The CERTIFIED coo'es o* t K e priority documents have b^eo 
I i received. 

I i rece-ved in Application No (S< ,es Code Se rl nl Number) 

'"^'■■•■*< 4 < th : s national stage 'pp'c.T — 'rc- ! »temat-cnal Bureau (PCT Ri-ip 1 :* pfa-i 
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Application/Control Number: 09/869, 101 Page 2 

Art Unit: 1626 

DETAILED ACTION 

Claims 1-6 are pending in the application. 

Priority 

Receipt is acknowledged of papers submitted under 35 
U.S.C. 1 19(a)-(d), which papers have been placed of record in the file. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially 
created doctrine grounded in public policy (a policy reflected in the 
statute) so as to prevent the unjustified or improper timewise extension 
of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. Sec In re Goodman, 11 F.3d 1046,29 
USPQ2d 2010 (Fed. Cir. 1993); /;/ reLongi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); /;/ re Van Ornum, 686 F.2d 937, 214 
USPQ 761 (CCPA 1982); /// re Vogei 422 F.2d 438, 164 USPQ 619 
(CCPA 197());and, /// re ihoringtoju 418 F.2d 528, 163 USPQ 644 
(CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 
CFR 1 .32 1 (c) may be used to overcome an actual or provisional rejection 
based on a nonstatutory double patenting ground provided the 

n • . ■ i ■ 

mav sign a terminal disclaimer. A terminal disclaimer signed bv the 
assignee must fullv cnmplv with 3 7 ( FR 3.73(b). 
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Claims 1-6 are rejected under the judicially created doctrine of 
obviousness-tvpe double patenting as being unpatentable over claims 1-5 
of U.S. Patent No. 6, 1 66,2 1 9 and over claims 1 - 1 6 of U.S. Patent No. 
6,420,409. Although the conflicting claims are not identical, thev are 
not patentablv distinct from each other because the instant claims and 
the claims of the patent differ only bv generic description of the 
products. See, for example, claim 1 of each of the patents and especially, 
the first compound listed in claim 4 of patent '219 and the third 
compound listed in claim 15 of patent '409. 

One skilled in the art would thus be motivated to prepare products 
embraced by the prior art to arrive at the instant claimed products with 
the expectation of obtaining additional beneficial products which would 
be useful in the treatment of, for example, diabetes, etc. Therefore, the 
instant claimed products would have been suggested to one skilled in the 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made 
in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used bv others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in the 
United States. 

(e) the invention was described in ( 1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by 
the applicant for patent, except that an international application filed under the treaty defined in 
section 35 1 (a) shall have the effects for purposes of this subsection of an application filed in the 
United States only if the international application designated the United States and was published 
under Article 2 1 (2) of such treaty in the English language. 

Claims 1-4 and 6 are rejected under 35 U.S.C. 102(a) as being 
anticipated by Yamasaki et al. {WO 99/00373}. Since the WO is in a 
non-English language, an English equivalent, U.S. Pat. 6,420,409, will be 
referred to hereinafter. 

Yamasaki et al. disclose products embraced bv the instant claimed 
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Applicant cannot relv upon the foreign priority papers to overcome 
this rejection because a translation of said papers has not been made of 
record in accordance with 37 CFR 1.55. See MPEP § 201.15. 



Claims 1-4 and 6 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Yamasaki et al. {WO 97/24334}. Since the WO is in a 
non-English language, an English equivalent, U.S. Pat. 6,1 ,66,219, will be 
referred to hereinafter 

Yamasaki et al. disclose products embraced by the instant claimed 
invention. See, for example, Compound 165 in Figure 21 on Sheet 21 of 
58; column 37, lines 65-67; and column 38, lines 1-24. 



Claims 1-4 and 6 are rejected under 33 U.S.C. 102(e) as being 
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Speii et al. disclose products embraced bv the instant claimed 
invention. See, for example, Example 111 in column 40 and columns 4- 
5. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the 

basis for all obviousness rejections set forth in this Office action: 

(a) A patent mav not be obtained though the invention is not identieailv diselosed or described as set 
forth in section 102 of this title, if" the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived bv the manner in which the invention was made. 

Claims 1-6 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Yamasaki et al. {WO 99/00373}, Yamasaki et al. 
{WO 97/24334} and Sped et al. {U.S. Pat. 6,34S,032K each taken alone 
or in combination with each other when similar utilities are asserted. As 
stated above, since each of the WO references is in a non-English 
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6,420,409 is in the same patent family as WO 99/00373 and U.S. Pat. 
6, 1 66,2 1 9 is in the same patent family as WO 97/24334. 

Determination of the scope and content of the prior art (MPEP §2141 .01 ) 

Applicants claim benzimidazole products. Yamasaki et al. '409 
(columns 2, 3 and 1 6; or Compound 34 in Figure 6 on Sheet 6 of 22), 
Yamasaki et al. '219 (column 2, lines 10-47; column 37, lines 65-67; and 
column 38, lines 1-24; or Compound 165 in Figure 21 on Sheet 21 of 
58) and Sped et al. (columns 2-5 or Example 111 in column 40) each 
teach benzimidazole products which are either structurally the same as 
(see above 102 rejections) or structurally similar to the instant claimed 
products. 

Ascertainment of the difference between the prior art and the claims (MPLP §2 141 .02) 
The difference between some of the products of the prior art and 

the products instantly claimed is that oi generic description. 
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Finding of prima facie obviousness-rational and motivation (MPEP §2142-2413) 

The indiscriminate selection of "some" among "many" is prima facie 
obvious, /// re Lemhi , 141 USPQ 8 1 4 ( 1 964). The motivation to make 
the claimed compounds derives from the expectation that structurally 
similar compounds would possess similar activity (e.g., diabetic 
complications). 

One skilled in the art would thus be motivated to prepare products 
embraced by the prior art to arrive at the instant claimed products with 
the expectation of obtaining additional beneficial products which would 
be useful in the treatment of, for example, neoplasias, diabetes, etc. 
Therefore, the instant claimed products would have been suggested to 
one skilled in the art. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to 
Laura L. Stockton whose telephone number is (703) 308-1 875. The 
examiner can normally be reached on Mondav-Fridav from 6:00 nm ^ 
2:30 pm. If the examine- ; > - - 



Application/Control Number: 09/869, 1 0 1 Page 9 

Art Unit: 1626 



Any inquiry of a general nature or relating to the status of this 
application should be directed to the Group receptionist whose telephone 
number is (703) 308-1235. 

The fax phone number for the organization where this application 
or proceeding is assigned is (703) 308-4556. 
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aura L. Stockton, Ph.D. 
Patent Examiner 
Art Unit 1626, Group 1620 
Technology Center 1 600 



March 24, 2003 



